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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^] Responsive to communication(s) filed on 29 August 2006 . 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) E^ Claim(s) 1.2.4-8.10-14 and 16-21 is/are pending in the application. 
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5) S Claim(s) 1.2.4-8,10-14 and 16-18 is/are allowed. 
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8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

1. Claims 1, 2, 4-8, 10-14, 16-21 are presented for examination. 

Continued Examination Under 37 CFR LI 14 

2. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicants submission filed on 08/29/2006 has been entered. 

Claim Rejections - 35 USC § 102 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claim 21 is rejected under 35 U.S.C. 102(e) as being anticipated by Hara [ US Patent No 
5,938,725 ]. 



4. As per claim 21, Hara discloses the invention as claimed including a method of 
transmitting an electronic mail [ i.e. transmitting/receiving an electronic mail message among a 
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plurality of computers connected via a network to each other ] [ Abstract; and col 1, lines 8-15 ], 
comprising: 

determining whether a reply destination of an electronic mail is part of a first mailing list 
having multiple destination addresses listed therein [ i.e. extracts the mail address of the 
transmission destination candidate from the retrieved electronic mail messages, there are a mail 
address of desired destination, mail addresses of destinations of global address ] [ S3, Figure 2; 
Figure 4; col 3, lines 52-60; and col 7, lines 39-47 ]; and 

generating a second mailing list responsive to a selection of at least one destination 
address from the first mailing list [ i.e. selected by the selection means as the mail address of the 
transmission destination from the outputted mail addresses of the transmission destination 
candidates ] [ S4, Figure 2; Figure .4; col 3, lines 18-21; and col 7, lines 4-6 ] and transmitting a 
reply to the electronic mail using the second mailing list [ i.e. the electronic mail can be 
. transmitted to the apparatus having this mail address ] [ S5, Figure 2; col 3, lines 21-23; and col 
7, lines 6-8]. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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6. Claims 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hara [ 
US Patent No 5,938,725 ], in view of Han et al. [ US Patent No 5,872,925 ]. 

7. As per claim 19, Hara discloses the invention substantially as claimed including a method 
of broadcasting an electronic mail to e-mail terminal devices connected with a communication 
network, comprising: 

storing a mailing list having destination addresses [ i.e. address notebooks are used in 
order to manage mail addresses ] [ col 1, lines 17-28 ]; 

determining whether a reply destination of an electronic mail is part of a first mailing list 
having multiple destination addresses listed therein [ i.e. extracts the mail address of the 
transmission destination candidate from the retrieved electronic mail messages, there are a mail 
address of desired destination, mail addresses of destinations of global address ] [ S3, Figure 2; 
Figure 4; col 3, lines 52-60; and col 7, lines 39-47 ]. 

Hara does not specifically disclose selectively broadcasting a reply in response to the 
electronic mail to e-mail terminal devices corresponding to one or more of the designated 
destination addresses of the mailing list using a single mail address responsive to a selection by a 
sender of the reply. 

Han discloses selectively broadcasting a reply in response to the electronic mail to e-mail 
terminal devices corresponding to one or more of the designated destination addresses of the 
mailing list using a single mail address responsive to a selection by a sender of the reply [ i.e. 
elect to send a Reply or Reply To All ] [ col 4, lines 27-39 ]. 
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It would have been obvious to a person skill in the art at the time the invention was made 
to combine the teaching of Hara and Han because Han's teaching of reply option to the received 
electronic mail would prevent a recipient from sending a reply to a message received from a 
sender to an address other than the sender's [ Han, col 2, lines 28-30 ]. 

8. As per claim 20, Hara discloses the invention substantially as claimed including a method 
of transmitting an electronic mail, comprising: 

determining whether a reply destination of an electronic mail is part of a first mailing list 
having multiple destination addresses listed therein [ i.e. extracts the mail address of the 
transmission destination candidate from the retrieved electronic mail messages, there are a mail 
address of desired destination, mail addresses of destinations of global address ] [ S3, Figure 2; 
Figure 4; col 3, lines 52-60; and col 7, lines 39-47 ]. 

Hara does not specifically disclose selecting at least one destination address from the 
multiple destination addresses in the mailing list and transmitting a reply in response to the 
electronic mail received only to the at least one destination address in the mailing list based on 
said selecting. 

Han discloses selecting at least one destination address from the multiple destination 
addresses in the mailing list and transmitting a reply in response to the electronic mail received 
only to the at least one destination address in the mailing list based on said selecting [ i.e. elect to 
send a Reply or Reply To All ] [ col 4, lines 27-39 ]. 

It would have been obvious to a person skill in the art at the time the invention was made 
to combine the teaching of Hara and Han because Han's teaching of reply option to the received 
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electronic mail would prevent a recipient from sending a reply to a message received from a 
sender to an address other than the sender's [ Han, col 2, lines 28-30 ]. 

9. Applicant's arguments with respect to claims 19-21 have been considered but are moot in 
view of the new ground(s) of rejection. 

10. A shortened statutory period for response to this action is set to expire 3 (three) months and 
0 (zero) days from the mail date of this letter. Failure to respond within the period for 
response will result in ABANDONMENT of the application (see 35 U.S.C 133, M.P.E.P 
710.02, 710.02(b)). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dustin Nguyen whose telephone number is (571) 272-3971. The 
examiner can normally be reached on flex schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Follansbee John can be reached on (571) 272-3964. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Dustin Nguyen 
Examiner 
Art Unit 2154 




